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DETAILED ACTION 

Response to Arguments 

Applicant's arguments with respect to all of the claims have been considered but 
are moot in view of the new ground(s) of rejection. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 18 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 18 recites "at least one of service type list", in line 2 of claim 18. It is 
unclear whether "at least one of service type list" further limits "each service type list" 
which is recited on line 11 of claim 17. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Claims 17-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Naddell et al. (US 5,613,213 herein Naddell) in view of Seppanen et al. (US 



5,903,832 herein Seppanen). 
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Claim 17, Naddell a mobile communication terminal for operation of at least two 
mobile radio communication systems in respectively associated mobile radio networks 
(Fig. 1: 101, 102, 108, where Naddell discloses system A, system B and mobile 
unit), comprising: 

Naddell discloses each said mobile radio communication system operable to 
provide a user of said mobile communication terminal with a plurality of services of 
different types (Fig. 1: 108, 101, 102, Fig. 2: 208, 209, where Naddell discloses a 
mobile phone in communication with two different networks offering different 
services), 

Naddell discloses wherein said mobile communication terminal is connected to 
receive and effect further processing of a plurality of data records wherein each said 
data record is associated with one respective type of said services (Col 2: 14-23, where 
Naddell discloses sending information to a mobile regarding services from 
different radio communication systems; Col 3: 41-48, Fig. 2: 201, where Naddell 
discloses a controller and processing of indicators), 

Naddell discloses wherein each of the at least two mobile radio communication 
systems provides the mobile communication terminal at least one service of the same 
service type (Fig. 2: 208, 209, where Naddell discloses that S3 is provided in both 
systems A and B); 

Naddell discloses a plurality of service type lists (Fig. 2, read as services S1- 
S4), Naddell discloses said services stored using said data records, said data records 
containing information used by said services to be assessed by a user (Fig. 2: 205, 
207, 208, 209, where Naddell discloses a memory, table, systems and services; 
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Col 2: 12-21, where Naddell discloses information, i.e. records, decoded to 
display services to a user). 

Naddell does not explicitly disclose each service type list corresponding to a 
different one of the plurality of different service types, and listing only services of the 
one particular service type which are provided by any of said mobile radio networks. 

In an analogous art, Seppanen discloses each service type list (Col 8: 62-65, 
selection of data, i.e. a service, leads to listing networks that provide data service, 
as shown in Figs. 15A-15C) corresponding to a different one of the plurality of different 
service types (Col 8: 62-65, since the user can select a different service, thus a 
different one of the plurality of different service types (data, SMS, etc)), and listing 
only services of one particular service type which are provided by any of said mobile 
radio networks (Col 8: 62-65, selection of data, i.e. one particular service type, 
leads to listing networks which provide the selected service, thus listing of 
services of one particular service, the list of networks as shown in Figs. 15A-15C 
provide the selected service). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify Naddell to select 
networks based on service type as taught by Seppanen so as to allow the user the 
benefit service selection (Col 4: 38). 

Claim 18, Naddell does not explicitly disclose wherein entries in at least one 
service type list have different priority among each other. 

In an analogous art, Seppanen discloses wherein entries in at least one service 
type list have different priority among each other (Col 4: 2-4, where Seppanen 
discloses selecting networks from a prioritized list). Therefore, it would have been 
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obvious to one of ordinary skill in the art at the time the invention was made to modify 
Naddell to prioritize networks with services as taught Seppanen so as to allow the user 
to select from a prioritized list (Col 3: 49-50). 

Claim 19, Naddell does not explicitly disclose wherein an assessment criterion is 
defined for the priority. 

In an analogous art, Seppanen discloses wherein an assessment criterion is 
defined for the priority (Col 4: 5-9, where Seppanen discloses different priorities of 
different networks). Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify Naddell to prioritize networks with 
services as taught Seppanen so as to allow the user to select from a prioritized list (Col 
3: 49-50). 

Claim 20, Naddell does not explicitly disclose wherein the assessment criterion is 
user-defined. 

In an analogous art, Seppanen discloses wherein the assessment criterion is 
user-defined (Col 4: 15-20, where Seppanen discloses programming priority). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Naddell to prioritize networks with services as taught 
Seppanen so as to allow the user to select from a prioritized list (Col 3: 49-50). 

Claim 21, Naddell discloses wherein said mobile communication terminal is 
operable such that said service type list can be shown on a display device on said 
mobile communication terminal (Abstract, where Naddell discloses displaying on a 
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display), Naddell discloses further comprising selection means for selecting a service of 
a desired service type from said list Fig. 3: 301, 306, where Naddell discloses 
choosing of a system). 

Claim 22, as analyzed with respect to the limitations as discussed in claim 21 . 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1 .136(a). A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is filed 
within TWO MONTHS of the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened statutory period, then 
the shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MEHMOOD B. KHAN whose telephone number is 
(571)272-9277. The examiner can normally be reached on Monday - Friday 8:30 am - 
5:00 pm. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Lester Kincaid can be reached on 571-272-7922. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
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273-8300. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Lester Kincaid/ /M. B. K.I 

Supervisory Patent Examiner, Art Unit 2617 Examiner, Art Unit 2617 



